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REMARKS 

Claims 1 - 60 are pending in the- present application. Claim 61 has been added, leaving 
Claims 1 - 61 for consideration upon entry of the present Amendment. Support for :isw Claim 
61 can at least be found in paragraph 0059. No new matter has been introduced by ftsse new 
claims or these amendments. No new matter has been introduced by these amendments. 
Reconsideration and allowance of the claims is respectfully requested in view of throve 
amendments and the following remarks. 

Specification 

Applicants have amended the abstract to correct the informalities therein to conform to 37 
CFR 1.72. 

The title is allegedly "not descriptive", and a ''new title is required that is clearly 
indicative of the invention to which the claims are directed". Applicants do not understand this 
objection. Die title is: "A Method for Retrieving Data from a Storage Media". Each and every 
claim is directed to «[a] method for retrieving data". Applicants contend that the titk is clear and 
is descriptive of the invention claimed. Reconsideration and withdrawal of this objection are 
requested. 

Claim Rejections Under 3 5 U.S.C. $ 1 1 2. First Parag raph 

Claims 1-59 stand rejected und.* 35 U.S.C. § 1 12, first paragraph, as containoig subject 
matter which was not described in the fipecification in such a way as to reasonably convey to one 
skilled in relevant art that the inventors, at the time the applications was filed, had possession of 
the claimed invention. The Examiner contends that "the specification, while enabling for a 
storage disk, does not reasonably provide enablement for a storage tape or ribbon." Applicants 
respectfully 1 reverse this rejection. 

"[A] claim preamble has the import that the claim as a whole suggests for it.' Bell 
Communications Research. Inc. v. Vitalink Communications Corp., 55 F.3d 615, 620, 34 
USPQ2d 18: 6, 1820 (Fed. Cir. 1995). "If the claim preamble, when read in the context of the 
entire claim, recites limitations of the claim, or if the claim preamble is 'necessary u- give life, 
meaning, and vitality' to the claim preamble should be construed as if in the balance of the 
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claim." Pitney Bowes, Inc. v. Hewlett-Packard Co., 182F.3d 1298, 1305, 51 USPQ23 1161, 
1165-66 (Fed. Cir- 1999). 

Applicants' submit that the preamble is not Necessary to give life, meaning, iiid vitality" 
to the claim. The Office Action recommendation to change "A data storage media" tD "A data 
storage disk" suggests that the preamble is being used as limitation in the claims. Moreover, 
Applicants* respectfully submit that support that the scope of protection being sought by 
Applicants', i.e., Applicants' claimed invention, is commensurate with an enabling disclosure 
can be found at least at pages 3-4, paragraph 1 1-12, and pages 6-7 paragraph 32. 

Applicants note that the main reference cited by the Examiner in the present Office 
Action (U.S. Patent No. 5,538,774 to Landin et al) claims a ^otatable storage artiefc." and not a 
"disk", while US Patent No. 6,433,964 Bl to Chang claims "a method for making aldgh density 
recording medium . . /\ Further evidence of these claims meeting the requirements «*f 35 USC § 
1 12 are provided in U.S. Patent No, 6,544,667 to Hosoe et al. and U.S. Patent No. 6,492,035 to 
Yamaguchi et al., both of which were examined and allowed by Examiner Bematz. Hosoe et al 
claim a "magnetic recording medium . . while Yamaguchi et al. claim a < *niagneUM)ptical 
recording medium . , :\ These are all commonly understood terms of art as acknowledged by the 
Examiner by allowing Hosoe et al. and Yamaguchi et al. to issue. Storage media* storage article, 
recording medium, data storage medium, and the like, are terms clearly understood by those 
skilled in the art. Therefore, the scope of enablement provided by the claims would^e clearly 
understood by one skilled in the art. 

It appears that the Examiner has a definition in mind for "disk" that, in the Examiner's 
position, the claim limitations fail to meet If the Examiner maintains his rejection, ^n 
explanation of the definition of the terra "disk" and how the claims are indefinite is r equested. 
There is no inconsistency between the preamble and the claim elements. When the claims are 
read as a whole, they are clear, definite, and would readily be understood by an artisa u. 
Accordingly the rejection under 35 U.S.C. §112, first paragraph, is improper. Recc*isideration 
and withdrawal of this rejection are requested. 

Claim Rejec tions Under 35 U.S.C. S 1 12, Second Paragraph 

Claims 1-59 stand rejected under 35 U.S.C. § 1 12, second paragraph, as beisg indefinite 
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for failing to {particularly point out and distinctly claim the subject matter which applicant regards 
as the invention. In. particular, the Office Action states that "less than about" is indefinite hairing 
a showing in the specification as to what values around the endpoint are envisioned to be 
encompassed by the word "about." 

The proper standard for determining indefiniteness is whether one of ordinary skill in the 
art would understand what is claimed when the claim is read in light of the specification. Seattle 
Box Co. v. Industrial Crating and Packing, Inc., 731 F.2d 818, 826, 221 USJP.Q. 56 J, 573-74 
(Fed. Cir, 19X4). In addition, MPEP 21 73.05(b) teaches that broadening modifiers ere acceptable 
as long as the scope of the claim is clear. 

As is well settled in the case lav/, the term "about'* is conventionally used in applications, 
even in conjunction with "less than", "i;reater than", "at least about", and the like* Applicants 
would like to point, for examples, to ths references cited by the Examiner: U.S. Patent No* 
5,538,774 to Landin et al. claims "about 0.02 mm", " a storage modulus of about 6.9xl0 4 to 
about 1.4xl0 7 Pascals", as well as "at 1-sast about 5%*, (Claims 2, 7, and 23, respectively); and 
U.S. Patent No. 5,741,403 to Tenhover et al claims "at least about 90 percent. . "toss than 
about 100 A Ra" "less than about 1.45", and "less than about 25 A Ra" (Claims 1, 2, and 3, 
respectively). As can be seen from this small sampling of U.S. Patents, the language- "about", 
"less than about", "greater than abouf \ and the like, are conventional, definite, and are 
understood by those of ordinary skill iri the art. Reconsideration and withdrawal of this rejection 
are requested. 

The Examiner additionally notes that "Claims 1 - 59" recite limitations thatiiequire the 
storage media to be a disk (i.e., "rotating a storage medium"), yet there is no antecedent basis for 
the [] disk-shaped media.** Applicants do not understand this point. The term "disfe^shaped 
media" does not have antecedent basis in the claims because it is not used anywhererin the 
claims. A term that is not used does not need antecedent basis. 

Double Patenting 

Claims 1, 3, 5, 6, 11-31, 33, 34, and 37-58 are provisionally rejected under the judicially 
created doctrine of obviousness-type double patenting as allegedly unpatentable ove: claims 1-72 
of copending Application No. 09/845,743 (the *743 Application) in view of U.S. Parent No. 
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6,41 1,457 B2 to Yamashita et al. 

The '743 Application, as well as the present application, are divisional applications of 
Patent Application 09/502,968 (the '96S Application). A Restrtication Requirment tinted 
February 12, :2001 was received in the ' 968 Application. The Restriction Requirement split the 
case into 5 groups. Group I, Claims 1 - 7, 37 - 40, 45 - 60, 73 - 75, 79 - 85, and 181 -- 202, were 
elected. The '743 Application was filed as a divisional of the '968 application to claim Group II, 
Patent Applic ation 09/846,888 was filed as a divisional of the '968 application to claim Group 
IH 9 the present application was filed as a divisional of the '968 application to claim Group IV, 
and Patent Application 09/846,890 was filed as a divisional of the '968 application 1c claim 
Group V. 

35 U.S.C. §121 states that; 

A patent issuing on an application with respect to which a requirement for 
restriction under this section has been made, or on an application filed as a result 
of such a requirement, shall not be used as a reference either in the Patent anci 
Trademark Office or in the coxats against a divisional application or against tie 
original application or any patent issued on either of them. . . . 

Since both the present application and the '743 Application were "applications] filed as a 
result of such a requirement", it "shall aot be used as a reference against a divisional 
application. . .". Id. Both the present application and the '743 Application are divisional 
applications filed as a result of a Restriction Requirement in the parent case, therefore, pursuant 
to 35 U.S.C §121, the '743 Application can not be used as a reference for a doublepatenting 
rejection. Reconsideration and withdrawal of this rejection are requested as an improper 



Claim Rejections Under 35 U.S.C. S 103fa) 

Claims 1, 5-7, and 1 1-59 stand rejected under 35 U.S.C. § 103(a), as allegedly 
unpatentable over U.S. Patent No. 5,538,774 to Landin et al. Applicants respectfiilk' traveree 
this rejection. 

Applicants' independent Clainr. 1 discloses a method for retrieving data, comprising: 
rotating a storage media having a substrate comprising at least one plastic resin pordon and at 
least one dai a layer disposed on at least one surface of the substrate, wherein the substrate has a 
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surface roughness of less than about 10A and an axial displacement peak of less thai* about 500 n 
under shock or vibration excitation; directing an energy field at the storage media such that the 
energy field is incident upon the data layer before it can be incident upon the substrat e; and 
retrieving inf ormation from the data layer via the energy field. 

Landin et al. is directed to a method for internally damping a rotatable storago article, 
which is subject to resonant vibration (Abstract). As correctly stated in the Office Action, this 
reference fails to disclose a surface roughness of Jess than about 10 A as claimed by Applicants' 
in independent Claims 1. (Paper 10, pfige 10). 

For an obviousness rejection to be proper, the Examiner must meet the burden of 
establishing xprima facie case of obviousness, i.e., that all elements of the invention are 
disclosed in Jie prior art; that the prior art relied upon, coupled with knowledge generally 
available in the art at the time of the invention, contain some suggestion or mcentiw that would 
have motivaied me skilled artisan to modify a reference or combined references; an<* that the 
proposed modification of the prior art Jiad a reasonable expectation of success, dete>-nined from 
the vantage point of the skilled artisan at the time the invention was made. In re Fiiiz, 5 
U.S.P.Q.2d 596, 1598 (Fed. Cir. 198?;); In Re Wilson, 165 U.S.P.Q. 494, 496 (C.C P.A. 1970); 
Amgen v. Chugai Pharmaceuticals Co., 927 U.S.P.Q.2d, 1016, 1023 (Fed. Cir. 1996). Since the 
above cited reference does not disclose all the elements of the Applicants' claimed invention, the 
Office Actio q must show some suggestion or incentive that would have motivated ^skilled 
artisan to modify the reference. The above cited reference does not teach or suggest* surface 
roughness ofless than about 10 A. As such, the obviousness rejection is improper. 

Further, "[i]t is impermissible to use the claimed invention as an instruction manual or 
■template' to piece together the teachings of the prior art so mat the claimed inventik is rendered 
obvious." In reFritch 23 U.S.P.Q.2d 1780, 1784 (Fed. Cir. 1992). The Office Acfbn thus 
cannot base a determination of obviousness on what the skilled person in the art mi^ht try or find 
obvious to by. Rather, the proper test requires determining what the prior art wouliihave led the 
skilled person to do, with a reasonable expectation of success. The Examiner admits that Landin 
et al. feil to teach Applicants' claimed limitations of surface roughness. Since the aJx>ve cited 
reference fai Is to teach or suggest with the expectation of success, a substrate comprising, inter 
alia, a surface roughness ofless than about 10 A, the obviousness rejection is improper. 
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It is noted that the Examiner relies upon inherency to allegedly show the features of edge- 
lift height, and axial displacement peak. The Examiner' goes on to state that "even rathe instance 
that the claimed limitations of 'an edge- lift height' and 'an axial displacement peak' would not 
have necessarily been present. . . it would have been obvious to one having ordinary :;!dll in the 
art to have mimmized the cause effective variables such as 'an edge-lift height' and an axial 
displacement peak' to values meeting applicants' claimed limitations through routine 
experimental on. . .". (Paper 1 0, lines A dditionally, where the Examiner does not rely upon 
inherency he makes the general statement that "it would have been obvious. . ." without providing 
support for tr is position. Applicants contend that, at the time the application was fikd, a storage 
media comprising a substrate comprising a plastic portion to have the parameters claimed by 
Applicants, including the roughness, edge-lift height, and axial displacement peak, v«as not 
obvious. Merely because, in hindsight, a particular property may be desirable, does t:ot render 
that property inherent or even obvious. For example, every tire manufacturer may wot a tire that 
has stopping traction on ice yet can be used efficiently on a dry road. However, the setual tire 
that is capable of such properties is neiiher inherent or obvious in view of the current tire 
technology, desirable, yes, but not obvious. 

It mu it additionally be noted, as. is clearly set forth in In re Shetty, even that which is 
inherent in tbe prior art, if not known at the time of the invention, cannot form a proper basis for 
rejecting the claimed invention as obvious under §103. In re Shetty, 566 F.2d 81,8$' 195 
U.S.P.Q. 752 , 755-57 (C.C J.A. 1977). Inherency "is quite immaterial if. . . one of o:*inary skill 
in the art would not appreciate or recognize the inherent result." In re Rijckaert, 9 F3d 1531, 
1533, 28 U.S.P.Q.2d 1955, 1957 (Fed. Or. 1993). In other words, the use of inherency to reject a 
claim as obvious is not proper. Reconsideration and withdrawal of this rejection is xsspectfully 
requested. 

Additionally, even if the rejection was proper, the Examiner has still failed X<- establish a 
prima facie case of obviousness. A "fiature is inherent if it naturally occurs under the conditions 
set forth in the reference..." Consolidated Aluminum Corp. v. Foseco International-Ltd., 10 
USPQ2d 1143, 1165 (N.D. DL 1988). Inherency may not be estabhshed by probabilities or 
possibilities. The mere fact that a ceruiin thing may result from a given set of circunistances is 
not sufficient. Continental Can Co. v. Monsanto, 948 F.2d 1264, 1269 (Fed. Cir. 1951). The 
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fact that a certain result or characteristic: may occur or be present in the prior art is not sufficient 
to establish tri e inherency of that result or characteristic. In re Rijckaert, 9 F.3d 1 53 1; 1534, 28 
USPQ2d 1955, 1957 (Fed. Cir. 1993) {reversed rejection because inherency was bassd on what 
would result due to optimization of conditions, not what was necessarily present in ti* prior art); 
In re Oelrich, 666 F.2d 578, 581-82, 212 USPQ 323, 326 (CCPA 1981); emphasis aiXed. "To 
establish inherency, the extrinsic evidence 'must make clear that the missing descript ive matter is 
necessarily present in the thing described in the reference, and that it would be so recognized by 
persons of ordinary skill. Inherency, however, may not be established by probabilities or 
possibilities. The mere fact that a certain thing may result from a given set of circumstances is 
not sufficient.'" In re Robertson, 169 F.3d 743, 745, 49 USPQ2d 1949, 1950-51 (Feci. Cir. 1999). 
Furthermore, 'In relying upon the theory of inherency, the examiner must provide a i>asis in fact 
and/or technical reasoning to reasonably support the determination that the dlegedkinherent 
characteristic necessarily flows from the teachings of the applied prior art." Ex parttkLevy, 17 
USPQ2d 1461, 1464 (Bd. Pat. App. & Inter. 1990)" MPEP 2112. 

A bas is in fact and/or technical reasoning that reasonably supports the detenmnation that 
the allegedly inherent characteristic necessarily flows from the teachings of the appfed prior art 
has not been supplied. A mere allegation that the property is present because the products are 
allegedly substantially identical in structure (see Paper 10, page 9) does not constitute a "basis in 
fact and/or te chnical reasoning". As is clearly evident from the amount of art in this ifield, from 
the huge advances in storage capacity, quality, and media longevity in the storage mwlia industry 
in the last 25 years, unless a feature is specified, it cannot be considered inherent. For example, 
merely because a group of media have substrates, data layers, reflective layers, dielectric layers, 
and protectrv e layers in no way means that the media are "identical in structure". Tn-s 
composition, location, geometry, size, and manner of forming the various layers ancksubstrate 
can all be factors in rendering all of the media substantially different from one another. The 
industry has advanced from floppy disc* to hard discs, from records, cassettes and tifc like to 
CD's, laser discs, and DVD's. Slight changes in a CD, e.g., reading from the siirfao* of the disc 
instead of th rough the disc, enabled a significant increase in storage capacity. Adjmanent of the 
wavelength of the read laser and/or the reflectivity of the reflective layer enabled the-use of two 
data layers, essentially doubling storage capacity. There are numerous papers and p**ents about 
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how to put th3 data layers on the discs, 3.g. ? photoresists. Patents discuss how to reduce 
birefringence, improve readability and reproducibility. Many of these patents focus on changes 
that, in hinds! ght, may appear insignificant but which were substantial and have advanced the 
technology to where DVD's are becoming as common as VCR's in average homes. Advances 
and inventions must be considered at the time of the invention, not in hindsight. Particularly in 
this field, a period of as little as one yezir can bring a substantial change in the industiy. What 
was impossible, even unthinkable, one year is commonplace a year later. 

Applicants have identified several characteristics, including axial displacement, 
roughness, edge-lift tilt, mechanical damping coefficient, moment of inertia, specific gravity, 
resonant frequency, first modal frequency, and the like, as well as designs (e.g., core^designs) 
which enables further advancement of ihe storage media technology. The references of record, 
alone and in combination, fail to teach ox suggest the significance or presence of these features 
and/or designs. Even if the understanding of the industry of these, and other features;, has 
changed sines the time of the present invention, such change does not effect the patentability of 
the present application; patentability is determined at the time of the present application, not in 
hindsight from the teachings of the present application or from the general desires of 'the 
technology or industry today. In other words, merely because a feature or characterise may 
appear desirable today does not mean cor even suggest that is was desirable, understood, 
considered, or inherent at the time of the present application. For example, there is tio reason or 
teaching of a specific resonant frequency, or of a first modal frequency of greater ten an 
operating frequency, or modal frequencies) of less than an operating frequency, antf'the 
Examiner fails to provide any reason why such elements would be obvious based upon the prior 
art. 

Furthermore, regarding dependant Claims 5-7, the Examiner stated that <4 the claimed areal 
recording density is a function of the track width, track density and spatial location cf the head 
relative to the medium, and is not a property solely of the media, per se, and therefore has been 
give little weight in detennining the patentability since it is an intended-use limitation " (Paper 
10 7 page 10). Applicants respectfully <lisagree and request that the Examiner provide the source 
of this definition. 
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Head - media separation is not part of the definition of areal density. It is Ap plicants 
understanding that "Areal density, also sometimes called bit density, refers to the amount of data 
that can be stored in a given amount of hard disk platter "real estate". Since disk platter surfaces 
are, of course, two-dimensional, areal density is a measure of the number of bits that can be 
stored in a unit of area (i.e., track per inch times bits per inch). As is taught throughout the 
present application, obtaining the desired areal density is a function of various properties and 
combinations of those properties; Le., there is a structural difference that enables a greater areal 
density. For example, that is why a much greater storage density is obtained on a cotopact disc 
than a floppy disc. The properties are different enabling a different density, Applic;tats contend 
that the storage densities do add patenfcible subject matter. 

Additionally, Applicants continue to contend that the properties of the presem media 
identified in the claims adds patentable matter. The media of the present application: is different 
than the media of the cited references, even when they list elements such as substrates, data 
layers, etc. He properties are specific limitations that define a different, patentableanedia. For 
example, without proper design, the first modal frequency will not be outside of thet>perating 
frequency range. Additionally, a media can function with a first modal frequency leys than or 
equal to the operating frequency. Having the first modal frequency greater than the:=operating 
frequency is not an inherent property of storage media, and, as appears from the references cited 
by the Examiner, not even an identified property, 

Considering that the claimed pjoperties are not inherent and that the references fails to 
teach or sug^st all of the elements of rhe presently claimed invention, Landin et aL Sail to render 
the present claims obvious. Furthermore, considering that, in accordance with the c;ise law set 
forth in In re Shetty, inherency cannot be employed to reject a case under 35 U.S.C. §103, the 
present clains are not obvious in view of Landin et al., and the rejection is improper. 
Reconsideration and withdrawal of the rejection is requested It is further noted that as 
dependent c laims from an allowable independent claims, Claims 5-7 and 1 1-59 and ^are, by 
definition, also allowable. 

Claims 2 and 8- 10 stand rejected under 35 U.S.C. § 103(a), as allegedly unpatentable 
over U.S. Patent No. 5,538,774 to Landin et al. in further view of U.S. Patent No. 6; 127,017 to 
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Hirata et al. Applicants respectfully traverse this rejection, 

Hirata et al, teach the surface of the plating is polished with abrasive grains to: obtain a 
surface rough ness less than or equal to 2.0 nm and Rmax less than or equal to 22 nm. 
(Abstract). 

Hirata et al. fail to remedy all of the above discussed deficiencies of Landin e: al. For 
example, Hirata et al. fail to teach or suggest with the expectation of success, a substrate 
comprising, inter alia, a surface roughness of less than about 10 A. Hirata et al. further fail to 
teach or suggest any of the other claimed elements of the present application, including edge lift, 
axial displacement, mechanical damping coefficient, core properties (geometry, size^material), 
modal frequencies, and many others. Since the above-cited references do not teach cr suggest 
each element in Applicants' independent claims, the obviousness rejection is improper. As such, 
any claim defending form an allowable independent claim is by definition also allowable. 
Accordingly, reconsideration and withdrawal of this rejection are requested. 

Claims 3 stands rejected under 35 U.S.C. § 103(a), as allegedly unpatentable*^ U.S. 
Patent No. 5,538,774 to Landin et al. in further view of U.S. Patent No. 6,41 1,457 B2 to 
Yamashita ei al. Applicants respectfully traverse this rejection. 

Yamiishita et aL teach that in a recording/reproduction apparatus, when a rotational 
speed-mode setting instruction is received from an VF unit, a CPU reads out a ccmtel procedure 
from a storage device, controlling other components in accordance with the procedure. 
(Abstract). They also teach that the pulse motor rotates at the predetermined rotational speed 
specified by an instruction setting a rotational-speed with a high degree of reliability, (Abstract). 

The Examiner relies upon Yamashita et al, to teach that it is known to "rotate storage 
media at variable speed... w . (Paper 10, page 16). The Examiner, however, fails to *:ote that 
Yamashita et al. is directed to a floppy disc. That is, a media that fails to have most>of the claim 
elements. It is a different type of media and is not indicative or representative of th£ media of the 
present application or even of Landin ct al. The prior art, as well as the present claw is, must be 
read as a whole for what they teach, and claim (respectively). Merely because a floppy disc is 
rotated at a variable speed is not a teaching or indication of anything with respect teethe claimed 
media or the media of Landin et al. V;*rious features of the present application can'not be found 
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by picking and choosing among all patents directed to "media", the media must be analogous. 

Yamashita et al. fail to remedy *dl of the above discussed deficiencies of Lamon et al. 
For example, Yamashita et al. fail to t&ich or suggest with the expectation of succes* a substrate 
comprising, inter alia, a surface roughness of less man about 10 A. Yamashita et ^further fail 
to teach or suggest any of the other claimed elements of the present application, incEding edge 
lift, axial displacement, mechanical damping coefficient, core properties (geometry, size, 
material), medal frequencies, and many others. Since the above-cited references do-not teach or 
• suggest each element io Applicants' independent claims, the obviousness rejection is improper. 
As such, any claim depending form an allowable independent claim is by definition tilso 
allowable. Accordingly, Claim 3 is allowable. 

Claims 4 stands rejected under 35 U.S.C § 103(a), as allegedly unpatentable Wer U.S. 
Patent No. 5,538,774 to Landin et al. m further view of U.S. Patent No. 6,156,422 ttfWu et al. 
Applicants respectfully traverse this rejection. 

Wu et al. teach mat the linear recording density can be increased by increasing the 
coercivity of the magnetic recording medium (Col. 1, lines 31-32). The Examiner suited that it 
would have been obvious to one having ordinary skill in the art to have modified ^invention of 
Landin et al. by increasing the coercivhy of the data storage layer to values meetingif spplicants 
claimed limiutions as taught by Wu et al. (Paper 10, page 17). Applicants respectfully disagree. 

Area! density refers to the amount of data that can be stored in a given amouiit of hard 
disk platter ' real estate". As is taught iliroughout the present application, areal density is a 
function of various properties and combinations of those properties. For example, that is why a 
much great© storage density is obtained on a compact disc versus a floppy disk. Tfo properties 
are different; enabling a different density. 

Regardless, Wu et al. fail to remedy all of the above discussed deficiencies of Landin et 
al. For example, Wu et al. fail to teach, or suggest with the expectation of success, slsubstrate 
comprising, inter alia, a surface roughness of less than about 10 A. Wu et al. further fail to teach 
or suggest any of the other claimed elements of the present application, including edge lift, axial 
displacement, mechanical damping coefficient, core properties (geometry, size, malarial), modal 
frequencies, and many others. Since the above-cited references do not teach or suggest each 
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element in Applicants' independent claims, the obviousness rejection is improper. As such, any 
claim depend ing form an allowable independent claim is by definition also allowable. 
Accordingly, Claim 4 is allowable. 

Claims 1, 5-7, and 11-59 stand rejected under 35 U.S.C. § 103(a), as alleged^ 
unpatentable over JP 02-096921 (JP '921; abstract only) in view of U.S. Patent No. «;,538,774 to 
Landin et al. Claims 1, 4-7, 11-31, 33-36, 39, 42, 45, 46, 48, 51-53, and 56-59 standirejected 
under 35 U.S.C. § 103(a), as allegedly unpatentable over U.S. Patent No. 6,433,964^1 to Chang. 
Claims 1,5-7, 11-30, 32, 33 and 37-59 stand rejected under 35 U.S.C. § 103(a), as allegedly 
unpatentable over JP 63-205817A (JP '817A; abstract only) in view of U.S. Patent Jvo. 5,538,774 
to Landin et ill. Applicants respectfully traverse this rejection. 

The abstract to JP '921 is directed to a substrate formed of plastics or composite materials 
composed of plastic and ceramic layers laminated alternately, a non-magnetic ground layer, a 
magnetic lay* and a protective lubricating layer (Abstract). As correctly stated in & Office 
Action, this reference fails to disclose u surface roughness of less than about 10 A ac claimed by 
Applicants' in independent Claims 1. (Paper 10, page 19). This abstract further faife to teach or 
suggest any of the other claimed elements of the present application, including edgeilift, axial 
displacement, mechanical damping coefficient, core properties (geometry, size, material), modal 
frequencies, and many others. 

Chang is directed to a method of making a high density recording medium hiving a non- 
magnetic metallic layer on a flexible substrate, wherein the high density recording msdium can 
be used as floppy disk with greater date storage capacity (Abstract). As correctly steed in the 
Office Action, this reference fails to di idose a surface roughness of less than about,? 0 A (Paper 
10, page 28) as claimed by Applicants' in independent Claims 1. Applicants furthe?contend that 
a floppy disk clearly would not have an axial peak displacement of less than about 500^ or other 
features of the present claims such as the claimed damping coefficient, edge lift, moment of 
inertia, modal frequencies, core (geometry, size, etc.), etc. A floppy disk, by definition, is 
"floppy". It would not have the claimed properties and is not a proper reference agfast the 
present claims. 

The abstract of JP '817A teaches that to improve surface smoothness so tfaa&hs 
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defoxmation :s prevented at the time of forming an underlying and magnetic layer aril to permit 
reduction in weight and improvement bi productivity by coating the surface of a cer^nic 
substrate with a heat resistant plastic layer (Abstract). As correctly stated in the Qfl&e Action, 
this reference fails to disclose a surface roughness of less than about 10 A (Paper lOiipage 37) as 
claimed by Applicants' in independent Claims 1. 

As discussed above, for an obviousness rejection to be proper, the Examinerrhnust meet 
the burden of establishing a prima facie, case of obviousness. Since the above cited references do 
not disclose dl the elements of the Applicants' claimed invention, the Office Actio*must show 
some suggesi ion or incentive that would have motivated a skilled artisan to modify die 
references, lie above cited references do not teach or suggest many of the element of the 
present claims, including, as admitted by me Examiner, a surface roughness of less ,-han about 10 
A. TWoK-meExammerhasnotesl^ Ks such, the 

obviousness rejection is improper. Furcher, with respect to the floppy disk, an artisar. would not 
in any way assume that such a disk woidd have the claimed properties or in anywayielieve that 
such a media could be modified to have such properties. 

It is additionally noted that a determination of obviousness cannot be based oi what the 
skilled person in the art might try or find obvious to try. Rather, the proper test reqvjres 
determining what the prior art would have led the skilled person to do, with a reasonable 
expectation of success. The Examiner admits that these references fail to teach Applicants' 
claimed limil ations of surface roughness. He also admits throughout the Office Actbn that many 
of the other claimed features are not taught (e.g., areal density, edge lift, modal frequencies. . .). 
Since the above cited reference fails to teach or suggest with the expectation of success, a 
substrate comprising, inter alia, a surface roughness of less than about 10 A and maty of the 
other properties and designs claimed in the present application, the obviousness rejection is 
improper. These references, alone and in combination fail to render the present application 
obvious. 

It is r oted that the Examiner relies upon inherency to allegedly show the features of edge- 
lift height and axial displacement peak The Examiner goes on to state that "even iti.the instance 
that the claimed limitations of 'an edge-lift height' and 'an axial displacement peak^would not 
havenecessarilybeenpresent... it would have been obvious to one having ordinary^kiU in the 



22 

Received from < 8602860137 > at 7/22/03 12:26:32 PM [Eastern Daylight Time] 



07/22/2003 12:45 FAX 8602860^ CANTOR COLBURN, LLP g, 026 

08CN8803-16 ^ 

art to have minimized the cause effective variables such as «an edge-lift height' andean axial 
displacement peak' to values meeting applicants' claimed limitations through routh™ 
experimentation. . .". (Paper 10, page 21 , 27) Additionally, where the Examiner does; not rely 
upon inherency he makes the general statement that "it would have been obvious. . .''^without 
providing support for this position. (Paper 1 0, page 2 1 , 27) 

It mm also be noted that the present application is rejected under 35 U.S.C. 3103. The 
use of inherency is not proper for such a rejection. As is clearly set forth in In re Shkty, that 
which is inherent in the prior art, if not known at the time of the invention, form a proper 
basis for rejecting the claimed invention as obvious under §103. In re Shetty, 566 F;i»d 81,86, 
195 U.S.P.Q. 753, 756-57 (C.CP.A. 1977). Inherency "is quite immaterial if.. . one; of ordinary 
sMUm foe art would not ar^rec^ In re Ryckaert. 9F.3d 

1531, 1533, 28 U.S.P.Q.2d 1955, 1957 (Fed. Cir. 1993). Consequently, inherency L not a 
proper grounds for rejection and, even if it were, the Examiner has failed to provide^vidence that 
the allegedly inherent properties are necessarily flows fiom the teachings of the prio&art. 
Reconsideration and withdrawal of these rejections are requested. 

Claims 2 and 8-10 stand rejected under 35 U.S.C. § 103(a), as allegedly unpatentable 
over JP 02-096921 (JP '921; abstract only) in view of U.S. Patent No. 5,538,774 to landin et al, 
and m further view of U.S. Patent No. 6,127,017 to Hirataetal. Claim 3 stands rejeNed under ' 
35 U.S.C. § ] 03(a), as allegedly unpatentable over JP 02-096921 (JP *921; abstract jnly) in view 
of U.S. Patent No. 5,538,774 to Landin et al., and in further view of U.S. Patent No js,41 1,457 
B2 to Yamashita et al. Claim 4 stands rejected under 35 U.S.C. § 103(a), as alleged!/ 
unpatentable over JP 02-096921 (JP '9:21; abstract only) in view of U.S. Patent No. i;,538,774 to 
Landin et al., and in further view of U.S. Patent No. 6,156,422 to Wu et al. Claims * and 8-10 
stand rejected under 35 U.S.C. § 103(a), as allegedly unpatentable over U.S. Patent Wo. 
6,433,964 Bl to Chang, and in further >/iew of U.S. Patent No. 6,127,017 to Hirata «• al. Claim 3 
stands rejected under 35 U.S.C. § 103(a), as allegedly unpatentable over U.S. Patent.^No. 
6,433,964 B] to Chang, and in further view of U.S. Patent No. 6,41 1,457 B2 to Yamashita et al. 
Claims 32, 37, 38, 40, 41, 43, 44, 47, 49, 50, 54, and 55 stand rejected under 35 U.S/C. § 103(a), 
as allegedly unpatentable over U.S. Patent No. 6,433,964 Bl to Chang, and in firth*- view of 
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103(a), as anegedry unpatentable over * 63-205817A (JP '8,7a; abstract ^ h vw „ us 

ei ai. uaim 3 stands rejected under 35 U S r 8 7 nv^ «u j, 

205 8 17A (Jr 8<7A;abs tt » OTly)ijl ,^ ofu . s .p almtNo 5j53s>774toLandinijai 

nnder 35 U.S.C. § 103(a), u allegally .J^ipatentabto over JP 63-205817A (JP "SnA.absdact 

T^Z? Pate ° tN °' 5 ' 538 - 774to ^ - ^erinviewofUS. Patent 
No. 6,158,422 to Wu et al. Applicants respectfully traverse tee rejections 

.each* sngjestmauyof the elements ofthep^, claims, including, . 
hammer, a surface roughness of less than about 10 A, and other aspect. Moreov*' absent in 
~d references is a suggestion or incentive that would have motivafcd the sldl. Bi artisan to 
mc*fy the references or combine the references with any e^cadon of success. S«c tfte 

set o«h m d*ail above, since inherency is no, properly relied upon in a 35 U.S.C. pm rejecdon 
^^'.^.^^^^^^^ 

As such, the present claims are allowable, 
Art of Recq TY j 

The Office Acdon States tat many references deal with controlling or opfck-g 
Phystcal and mechanical properties of substmtes (see Paper 10, page 44). However »ie 

offt.se references teach or suggest Applicants claimed invention. As reiteraad toghou, this 
response, Applicants do n« deny that the area of storage media is a crowded art or f* 
m-provements are desired. Acduulymostpatents.insome way. ^ttartze propertied 
taprovemen,, arepatentabU,. Mere., tiding the iarmmmtm an opdmizadondcis no. render 
the tmprovement non-patentable. None of the references of record uach ft. media earned in 
the present application. 
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It is believed that the foregoing amendments and remarks fully comply wittithe Office 
Action and that the claims herein should now be allowable to Applicants. Accordfegly 3 
reconsideration and allowance is requested. 

If tore are any additional charges with respect to this Amendment or otherwise, please 
charge them to Deposit Account No. 07-0862, 

Respectfully submitted, 
CANTOR COLBURN LLP ! 
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